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ABSTRACT
Protecting intellectual property relating to marijuana is a complicated endeavor. The federal ban
on marijuana renders trademark protection difficult at best, and patent protection, while available,
still rife with complications. In Europe, the laws pose similar challenges in the protection and

79

VOL. 11 (2022)

enforcement of marijuana related intellectual property. This Note presents a comparative law
analysis of the various ways marijuana related intellectual property may be protected in the United
States and Europe. Different types of intellectual property protection explored include utility
patents, design patents, trademarks, plant patents, Plant Variety Protection Act coverage, and
Community Plant Variety Act coverage. This Note explores the various ways that intellectual
property may be protected in the United States and Europe, the challenges marijuana faces in this
context, and practical solutions that can be reached by marijuana businesses and their intellectual
property counsel.
I.

INTRODUCTION
Marijuana legalization is sweeping across the world. In the United States, recreational

marijuana is legal in 18 states, with medical marijuana being authorized in 18 additional states.1
In 2027, cannabis is expected to be a 47 billion dollar industry. 2 In the European Union, medical
marijuana use is legal in the majority of countries and recreational use is decriminalized in 23
countries.3 The expansion of the legal marijuana industry has led to a number of business-related
questions, one of them being: what intellectual property protection is available for marijuana
related developments and businesses, and how is this protection similar and different in the United
States and Europe?
Even a decade ago, a question like this seemed unfathomable. But today, an intellectual
property practitioner needs to be reasonably informed on the current legal status of marijuana in
relation to intellectual property (IP) protection in the United States and Europe, and a marijuana
business owner needs to be aware of the types of intellectual property available for the fruits of
their labor. This article will act as a comparative law guide for what IP protection is available and

1

Map of Marijuana Legality by State, DISA GLOBAL SOLUTIONS, https://disa.com/map-of-marijuana-legality-bystate (last visited Dec. 8, 2021).
2

Tom Pellechia, Legal Cannabis Industry Poised For Big Growth, In North America And Around The World,
FORBES, https://www.forbes.com/sites/thomaspellechia/2018/03/01/double-digit-billions-puts-north-america-in-theworldwide-cannabis-market-lead/?sh=1d6737f66510 (last modified Mar 1, 2018).
3

Where is Cannabis Legal in Europe, CANIGMA, https://cannigma.com/where-cannabis-is-legal-in-europe/ (last
accessed Dec. 8, 2021).
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provide insight into current relevant case law that will pave the path for the future of IP protection
for marijuana. Topics that will be explored include utility patent protection, design patent
protection, trademark registration and common law protection, plant patent protection, and
intellectual property protection for plants available outside of the traditional intellectual property
offices.
Part II of this paper provides the user with a comprehensive knowledge of intellectual
property protection available in both the United States and Europe. This part addresses utility
patents, including what types of inventions a utility patent is meant to protect, and relevant
regulations and codifications with which an inventor must comply to receive patent protection.
Next, design patents are addressed, with relevant differences between protection in the United
States and Europe explained. After that, trademark protection in the United States and Europe is
described, including common law protection available in the United States to businesses. Finally,
different types of protection for intellectual property relating to plants is explored, with
comprehensive descriptions of the requirements for eligibility for a plant patent in the United
States, Community Plant Variety Act protection in Europe, and Plant Variety Protection Act
protection in the United States.
Part III of this paper will explore the above measures of intellectual property protection in
relation to marijuana. This section includes what limitations are currently faced under today’s
intellectual property regime in both the United States and Europe, and how marijuana businesses,
inventors, and practitioners may still protect their invaluable intellectual property despite these
limitations. The most stifling limit to intellectual property protection for marijuana businesses
today is the ban on trademark registrations in connection with the sale of marijuana. This paper
clarifies what exactly is not allowed under current law in the United States and Europe, and how
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marijuana businesses can still obtain and enforce valuable trademark rights while paving the way
for a future where marijuana is universally legal. This section also includes a discussion of recent
case law and practical examples for protection in all areas of intellectual property law. Costs of
said protection are also considered, providing marijuana developers with the opportunity to reflect
on what would fit within their budget and with the profitability of their product.
Finally, Part IV of this paper will conclude by reviewing a step-by-step list of questions a
marijuana business owner should consider when filing for intellectual property protection.

II.

BACKGROUND
A. Utility Patent Basics
A utility patent is seen by many as the principal way to protect an invention. 4 Once received,

a utility patent is granted specifically for the country in which the application is submitted for a
fixed term of years. 5 Utility patents are meant to protect useful and novel inventions, and are not
generally applicable to something that is naturally discovered.6 Utility patents provide the patent
holder with exclusionary rights that do not require the manufacture of the actual invention. 7 Patent
holders may use their rights in a variety of ways. The patent holder may choose to use the patent

4

Sanjib Bhattacharya & Chandra Nath Saha, Intellectual Property Rights: An overview and implications in the
pharmaceutical industry, 2(2) J ADV PHARM TECHNOL RES. 88–93 (2011).
5

Id.

6

Article 27 of the Trade-Related Aspects of Intellectual Property Rights agreement, with which the United States
and Europe are both in compliance, explains that “Members may also exclude from patentability:
(b) plants and animals other than micro-organisms, and essentially biological processes for the production of plants
or animals other than non-biological and microbiological processes. However, Members shall provide for the
protection of plant varieties either by patents or by an effective sui generis system or by any combination thereof.”
TRIPS: Agreement on Trade-Related Aspects of Intellectual Property Rights, Apr. 15, 1994, Marrakesh Agreement
Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33 I.L.M. 1197 (1994) [hereinafter
TRIPS Agreement]
7

Colleen Chien, Exclusionary and Diffusionary Levers in Patent Law, SANTA CLARA LAW DIGITAL COMMONS
(June 30, 2015) available at http://digitalcommons.law.scu.edu/facpubs/882.
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to protect a commercial product, to grant licenses to other inventors who want to use the subject
of the patent, or simply hold the patent without doing anything at all. Some patent holders,
nicknamed “patent trolls”, are non-practicing entities that simply lie in wait for other companies
to infringe on their patent portfolio, and reap the benefits of the damages that may be awarded after
infringement or fees related to licensing.8
Patents capture the subject matter that is deemed the intellectual property of the inventor
through the use of claims.9 Claims are formatted to be a single sentence, and may be directed at
an apparatus, a method, a composition, a use, a product-by-process, biotechnology, or software. 10
An independent claim covers broader subject matter in the patent, while a dependent claim focuses
on specific small details that make a disclosure patentable. 11 Several claims may be granted in a
utility patent, or very few, depending on what is allowed after examination. Examination
procedures vary depending on the country in which the patent applicant applies.
There is a certain level of harmonization of global patent law that was generated through a
series of important intellectual property treaties. For patents, the Paris Convention, the TRIPS
agreement, and the Patent Cooperation Treaty resulted in three major pieces of global framework
that apply to patents. The Paris Convention was the first framework for patents, trademarks, and
unfair competition.12 The TRIPS agreements set out to create uniform minimum intellectual

8

Lauren Cohen, Patent Trolls: Evidence from Targeted Firms, HARVARD BUSINESS SCHOOL WORKING PAPER
SERIES (2018) https://www.hbs.edu/faculty/Pages/item.aspx?num=47648.
9

WIPO, Patent Claim Format and Types of Claims,
https://www.wipo.int/edocs/mdocs/aspac/en/wipo_ip_phl_16/wipo_ip_phl_16_t5.pdf.
10

Id.

11

Id.

12

Paris Convention for the Protection of Industrial Property, as last revised at the Stockholm Revision Conference,
Mar. 20, 1883, 21 U.S.T. 1583; 828 U.N.T.S. 305. Summarization available at Summary of the Paris Convention
for the Protection of Industrial Property, WIPO, https://www.wipo.int/treaties/en/ip/paris/summary_paris.html.
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property standards for World Trade Organization member states.13 Finally, the Patent Cooperation
Treaty (PCT) was created to simplify and reduce costs in the process of obtaining patents in
multiple countries.14 Applicants seeking patent protection through a PCT application first make a
general PCT application in the international phase, and later choose specific countries in which to
seek patent protection in the national phase. 15 This paper will not further explore the PCT
application process, but it is a worthwhile option for an inventor to consider with their patent
attorney.
Throughout each country in the world, patent applicants are subject to statutory mandates
surrounding public disclosure of their inventions. This is one standard that has never been
addressed in any global intellectual property convention, so individual countries are free to set the
standards as they please. Some countries, such as the United States, allow inventors a 12 month
grace period to file a patent application after public use, disclosure, or sale.16 This means that after
the first sale or public disclosure of their invention, the inventor has one year to file for patent
protection, or forever forego the intellectual property rights they could potentially secure. 17 Other
countries have a stricter novelty standard, and require absolute novelty for the filing of a patent
application, meaning that the invention must have never been sold or publicly disclosed to have
the ability to obtain patent protection. 18

13

See footnote 6, TRIPS AGREEMENT, supra, additional summarization available at Overview: the TRIPS
Agreement, WORLD TRADE ORGANIZATION, https://www.wto.org/english/tratop_e/trips_e/intel2_e.htm.
14

Patent Cooperation Treaty, June 19, 1970, 28 U.S.T. 7645; 1160 U.N.T.S. 231; 9 I.L.M. 978.

15

PCT FAQs, WIPO, https://www.wipo.int/pct/en/faqs/faqs.html.

16

See MPEP 2153 Prior Art Exceptions Under 35 U.S.C. § 102(b)(1) to AIA 35 U.S.C. § 102(a)(1) [R-11.2013].

17

Id.

18

See European Patent Guide Chapter 3: Patentability.
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1. United States
In the United States, all intellectual property protection is vested by Article I, Section 8,

clause 8 of the United States Constitution. The constitutional purpose of intellectual property
protection is “To promote the Progress of Science and useful Arts, by securing for limited Times
to Authors and Inventors the exclusive Right to their respective Writings and Discoveries”. 19 For
centuries, this line has been the foundation of ever developing laws related to intellectual property
in America.
In the United States, a utility patent is a type of patent for machines, processes, articles of
manufacture, or compositions of matter.20 Pursuant to the America Invents Act of 2013, the current
controlling law on patents in America, inventions are evaluated on a first to file basis. 21 This
means that despite the actual date of invention, the first person to file with the United States Patent
and Trademark Office (hereafter, “USPTO”) is entitled to patent protection. 22 If a utility patent is
granted, the protection lasts for 20 years from the filing date of the patent application with the
payment of regular maintenance fees. 23
A utility patent may be filed on a provisional or non-provisional basis.24 Provisional patent
applications are a great option for inventors who want to file for patent protection within the
requisite grace period but need more time to finalize the details of their invention. A provisional

19

U.S. CONST. ART. I, § 8, CL. 8.

20

See 35 U.S.C. § 101.

21

See Leahy-Smith America Invents Act, 35 U.S.C. § 112–29 (2012).

22

Christopher M. Francis, U.S. Patent Reform: An Overview of the America Invents Act, STOUT (last modified Mar.
1, 2012) https://www.stout.com/en/insights/article/us-patent-reform-overview-america-invents-act.
23

24

35 U.S.C. § 154.

Nonprovisional (Utility) Patent Application Filing Guide, USPTO, https://www.uspto.gov/patents/basics/typespatent-applications/nonprovisional-utility-patent.
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application is not substantively examined, does not need formal drawings or reference characters,
and does not require the use of patent claims. 25 Within one year, the inventor must file for a nonprovisional patent application, which requires formal drawings with reference characters and
carefully drafted claims. 26 The inventor also may bypass the provisional application step and skip
straight to the non-provisional patent application. 27 Once the application has been submitted, the
USPTO assigns an examiner to the case, who then searches through prior art in the form of patents
and publications to see if the application meets the requisite subject matter, novelty, nonobviousness, and written description requirements. 28 Rejections to the patent application based on
lack of compliance with any of these requirements may be issued in the form of Office Actions,
and a patent applicant must successfully respond by amending the rejected parts of the application
in accordance with the examiner’s recommendations or arguing a case for patentability in order to
receive a granted patent. 29
2. Europe
At the European Patent Office (EPO), the standards for applying and receiving a utility patent
are similar to the United States, with some differences. First, the EPO operates differently from
the USPTO because it is comprised of European Patent Convention (EPC) member countries
instead of states. While some individual EPC member countries allow a limited 6-month grace
period for inventors in their own national patent offices, a European patent application requires

25

Id.

26

Id.

27

Id.

28

See 35 U.S.C. §§ 101–103, 112.

29

Responding to Office Actions, USPTO, https://www.uspto.gov/patents/maintain/responding-office-actions.
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absolute novelty for patentability. 30 The EPO operates under a first-to-file system, and patents are
examined on the basis of novelty and inventive step.31 Substantive examination occurs in a method
similar to the United States. Once patent rights are conferred, an EPO patent holder holds national
patent rights for each EPC member country, which must be individually challenged, if at all. 32
Within 9 months of the patent issuance, an opposer may challenge the patent grant. An EPO patent
has a 20 year term from filing date, like the United States.33
B. Design Patents
A design patent protects the ornamental features of an article of manufacture.34 “Ornamental
features” refer to non-functional aspects of an invention created for ornamenting.35 The issued
patent in a design patent comprises figure drawings of the claimed design described at various
angles.36 In these figures, some lines may be claimed, which is represented by the use of solid

30

Grace Periods for Disclosure of an Invention Before Filing For a Patent, MEWBURN ELLIS (last visited December
2021) https://www.mewburn.com/law-practice-library/grace-periods-for-disclosure-of-an-invention-beforeapplying-for-a-patent.
31

European Patent Convention, Fr., Oct. 5, 1973.

32

FAQ – Procedure and Law, EPO, https://www.epo.org/service-support/faq/procedure-law.html.

33

Id.

34

Design Patent Application Guide, UNITED STATES PATENT AND TRADEMARK OFFICE,
https://www.uspto.gov/patents/basics/types-patent-applications/design-patent-application-guide#def.
35

An ornamental feature embodied in a design cannot be the result or "merely a by-product" of functional or
mechanical considerations. See In re Carletti, 328 F.2d 1020, 140 U.S.P.Q. 653, 654 (C.C.P.A. 1964); Blisscraft of
Hollywood v. United Plastic Co., 189 F. Supp. 333, 337 (S.D.N.Y. 1960), aff’d, 294 F.2d 694 (2d Cir. 1961).
36

Design Patent Application Guide, UNITED STATES PATENT AND TRADEMARK OFFICE,
https://www.uspto.gov/patents/basics/types-patent-applications/design-patent-application-guide#def (“The drawings
or photographs should contain a sufficient number of views to completely disclose the appearance of the claimed
design, i.e., front, rear, right and left sides, top and bottom”).
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lines, while other lines may be disclaimed. 37 Disclaimed lines are generally represented by dotted
or dashed lines, and represent boundaries that are not part of the patent protection. 38
1. United States
Design patent protection lasts 15 years from the issue date of the design patent and is
subject to substantive examination by the United States Patent and Trademark Office. 39 The
claimed lines of the drawings in a design patent are claimed through a special kind of claim called
an omnibus claim, which refers to the drawings and corresponding descriptions without explaining
any specific limitations.40 A design patent claim may read, for example, “The ornamental design
for a BONG as shown and described”. In examination, the design patent application is examined
for compliance with the some of the same requirements a utility patent must meet, including
novelty and amenability with the written description requirement, along with other requirements
relating to the quality of lines used in the design.41 The design patent application may contain line
drawings or photographs.42 Color may also be claimed in said design patent application. 43

37

But see In re Owens, No. 12-1261 (Fed. Cir. 2013), a hallmark United States design patent case which set
precedent for future decisions regarding the changing of boundary lines in design patent continuation applications.
The court advised that, “In our view, the best advice for future applicants was presented in the PTO’s brief, which
argued that un-claimed boundary lines typically should satisfy the written description requirement only if
they make explicit a boundary that already exists, but was unclaimed, in the original disclosure.” Id. at 11.
38

Design Patent Application Guide, UNITED STATES PATENT AND TRADEMARK OFFICE,
https://www.uspto.gov/patents/basics/types-patent-applications/design-patent-application-guide#def.
39

Id.

40

Patent Claim Formats and Types of Claims, WIPO, at 54,
https://www.wipo.int/edocs/mdocs/aspac/en/wipo_ip_phl_16/wipo_ip_phl_16_t5.pdf.
41

35 U.S.C. §§ 102, 112; 37 C.F.R. § 1.84 (2015).

42

Design Patent Application Guide, UNITED STATES PATENT AND TRADEMARK OFFICE,
https://www.uspto.gov/patents/basics/types-patent-applications/design-patent-application-guide#def (last updated
Sep 19, 2022).
43

Id.
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A United States design patent may contain a plurality of related designs filed together in

one patent application, these related designs being referred to as embodiments. 44 An applicant
may file a multitude of embodiments within one design patent, which are sometimes divided by
the issuance of a restriction requirement by the examiner. 45 Once the restriction requirement is
issued, each design is separated into its own individual case. 46
“Functional” aspects are technically prohibited from protection by design patents. 47 When
deciding if a claimed element is purely functional, the purposes of particular elements of the design
must be considered. 48 A lack of ornamentality can form the basis of a rejection in the United
States.49
2. Europe
Marijuana related design patents (European Community Designs) are allowed under
European law and are subject to the same provisions as utility patents.50 Europe provides two
options for design patents: registered and unregistered designs.

44

Id.

45

Id.

46

Id.

47

See MPEP § 1504.01(c) (9th ed. Rev. 10, June 2020).

48

Power Controls Corp. v. Hybrinetics, Inc., 806 F.2d 234, 240, (Fed. Cir. 1986).

49

MPEP § 1504.01(c).

50

What Can Be Registered as a Community Design?, EUROPEAN UNION INTELLECTUAL PROPERTY OFFICE,
https://euipo.europa.eu/ohimportal/en/what-can-be-a-registered-community-design (last visited Oct. 24, 2022).
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A Registered Community Design is valid in all countries of the European Union. 51 For a

design patent to be valid in Europe, it must be filed in connection with an actual product. 52 Designs
are also subject to a two part novelty requirement, which examines if any identical design has been
disclosed before, and if the design possesses individual character that differs from previous
designs.53 Finally, the European design is examined for graphical representation, which checks
for a thorough representation of all features of the design.54 Ten views of the design may be
submitted, seven of which may be protected through the design patent when issued.55 Color may
be claimed, although not in combination with black and white drawings. 56 Each design costs a
separate fee, and related designs are not filed together as they are in the U.S., but as additional
designs with a decrease in fees from the initial design.57

51

Designs, EUROPEAN UNION INTELLECTUAL PROPERTY OFFICE,
https://euipo.europa.eu/ohimportal/en/designs?TSPD_101_R0=085d22110bab2000b0f2d47bfc21cbf23c3cd473508c
fda9224d6190c1934e4d4d893bcb90398306084696b301143000a6e20e3fce49cab6211bcf2cd11e8e42816ff30d4edc3
d26fb5e06ceca88bf55f35ab65c2785972f3a7af1ff76c7dda2 (last visited Oct. 24, 2022).
52

What Can Be a Registered Community Design?, EUROPEAN UNION INTELLECTUAL PROPERTY OFFICE, supra note
50.
53

Id.

54

Id.

55

Id.

56

Id.

57

Fees and Payments, EUROPEAN UNION INTELLECTUAL PROPERTY OFFICE,
https://euipo.europa.eu/ohimportal/en/rcd-fees-and-payments (last visited Oct. 24, 2022).
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There is no substantive examination for European unregistered designs, which function in

the same way as U.S. copyrights.58 The designs receive protection upon public disclosure and
must have novelty and individual character, the same test applied to registered designs. 59
Both registered and unregistered protection may coexist in the same design. 60 Design patent
practice in the Europe is very similar to the United States in the fact that it is a relatively low-cost
form of intellectual property protection standing alone, and also is an effective form of protection
when used in combination with a corresponding utility patent.
C. Trademarks
A trademark is a form of intellectual property protection granted to protect the goodwill built
by sellers of goods and services.
a design.

62

61

Trademarks can comprise words, words with a design, or just

A trademark is only valid in connection with specific goods and services with which

it is used.63 Challenges may be made to a trademark by other trademark holders who feel that the
mark causes them injury in some way. 64
1. United States

58

Unregistered Community Design, EUROPEAN UNION INTELLECTUAL PROPERTY OFFICE,
https://euipo.europa.eu/ohimportal/en/unregistered-community-design (last visited Oct. 24, 2022).
59

UK and EU Unregistered Designs: The Basics, MEWBURN AND ELLIS, https://www.mewburn.com/law-practicelibrary/uk-eu-unregistered-designs-the-basics (last visited Oct. 25, 2022).
60

Unregistered Community Design, EUROPEAN UNION INTELLECTUAL PROPERTY OFFICE,
https://euipo.europa.eu/ohimportal/en/unregistered-community-design, supra note 57.
61

For more background into the origins of trademarks, see Mark P. McKenna, The Normative Foundations of
Trademark Law, 82 Notre Dame L. Rev. 1839 (2007).
62

What is a trademark?, UNITED STATES PATENT AND TRADEMARK OFFICE,
https://www.uspto.gov/trademarks/basics/what-trademark (last modified Jun 13, 2022).
63

Id.

64

See 37 C.F.R. § 2.101.
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In the United States, trademarks protect source indicators used in commerce with associated

goods and services and are governed by the Lanham Act.65 The basis of trademark protection is
use in commerce.66 Trademark rights accrue naturally through use in commerce under common
law principals.67 However, there are numerous incentives to apply for a federal trademark
registration. A federal registration precludes the need for geographic use of the mark in order to
accrue trademark protection; instead, registration confers trademark protection by establishing
constructive use in all 50 states, and allows for the use of the ® symbol next to the mark to convey
registration status.68 Additionally, a federal trademark registration provides the holder greater ease
and damage awards in a trademark infringement lawsuit. 69 Federal registrations last for ten years,
but may be renewed indefinitely. 70
A trademark application may be filed on an intent-to-use basis if it is not already being used in
commerce, with the trademark holder being required to file a statement of use within 6 months of
trademark registration.71 Trademarks may also be filed based on foreign priority. 72 A trademark

65

Trademark Basics, UNITED STATES PATENT AND TRADEMARK OFFICE,
https://www.uspto.gov/trademarks/basics (last modified Jun 13, 2022).
66

TMEP § 901 (23rd ed. July 2021).

67

Why Register Your Trademark?, UNITED STATES PATENT AND TRADEMARK OFFICE,
https://www.uspto.gov/trademarks/basics/why-register-your-trademark (last modified Jun 13, 2022).
68

Id.

69

Id.

70

Id.

71

Statement of Use minimum filing requirements, UNITED STATES PATENT AND TRADEMARK OFFICE,
https://www.uspto.gov/trademarks/apply/statement-use-sou-minimum-filing-requirements (last modified Feb. 15,
2022).
72

Section 66(a) Timeline, UNITED STATES PATENT AND TRADEMARK OFFICE,
https://www.uspto.gov/trademarks/trademark-timelines/section-66a-timeline-application-based-madrid-protocol
(last modified May 23, 2022).
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may appear on the principal or on the supplemental register, with distinctive marks appear on the
principal register, and may appear on the supplemental register if they are not yet considered a
source indicator by the USPTO.73 A trademark that has developed secondary meaning, although
currently in the unregistrable categories of generic or descriptive as a mark, may also be registered
in certain circumstances.74 Trademark protection in the United States is valid for ten years and
may be renewed indefinitely. 75
The United States also allows for state trademark protection, which may be registered with the
state in which the mark is used in commerce in association with goods or services, and for common
law protection, which naturally accrues when a mark is used in commerce in connection with
goods or services.76 This use allows for marking with the “TM” symbol next to the trademark in
question.77
2. Europe
A European Union Trademark grants exclusive rights in a mark that apply in all current
member European Union States as well as all future member European Union States. 78 Similar to

73

How to Amend from Principal to Supplemental Register, UNITED STATES PATENT AND TRADEMARK OFFICE,
https://www.uspto.gov/trademarks/trademark-timelines/section-66a-timeline-application-based-madrid-protocol
(last modified Apr. 28, 2022).
74

How to Claim Acquired Distinctiveness under Section 2(F), UNITED STATES PATENT AND TRADEMARK OFFICE,
https://www.uspto.gov/trademarks/laws/how-claim-acquired-distinctiveness-under-section-2f-0 (last modified Apr.
23, 2022).
75

How much does it cost?, UNITED STATES PATENT AND TRADEMARK OFFICE,
https://www.uspto.gov/trademarks/basics/how-much-does-it-cost (last modified Jun 13, 2022).
76

Gerben, Josh, An Overview of Common Law Trademark Rights, GERBEN INTELLECTUAL PROPERTY,
https://www.gerbenlaw.com/blog/an-overview-of-common-law-trademark-rights/ (last visited Oct. 27, 2022).
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Apply now, EUROPEAN UNION INTELLECTUAL PROPERTY OFFICE, https://euipo.europa.eu/ohimportal/en/apply-now
(last visited Oct. 26, 2022).
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the United States, trademark protection in Europe lasts ten years and may be renewed
indefinitely.79
European trademark requirements are somewhat less stringent than the United States. The
goods connected to a mark may be extensive, and challenges to use or lack thereof may not be
brought until five years after the mark has been registered. 80 There is no European Union
equivalent to United States common law protection, and all trademarks must be registered. 81 In
some countries, common law type rights exist, but for full European Union protection, a
registration is required.82 Registration in Europe may be considered easier because of the lack of
use in commerce requirement at the time of trademark filing. 83 The only real requirement for
trademark filing in Europe is that the mark must be clearly defined, which would provide clarity
to consumers and competitors who view the mark. 84
D. Plant Patents in the United States
Plant patents are governed by 35 U.S.C. § 161. These patents protect those who are the
first to asexually reproduce a plant. A plant patent enjoys a 20 year term from the filing date, and
must not be sold for more than a year prior to the filing of the patent application, similar to a utility

79

Id.

A Few of my Favourite Things – Excessive Specifications of Goods and Services in EU Trade Marks, DORSEY
(May 26, 2020), https://www.dorsey.com/newsresources/publications/clientalerts/2020/05/goods-and-services-in-eu-trade-marks.
80

AND WHITNEY LLP,

81

Id.
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Trade Mark Definition, EUROPEAN UNION INTELLECTUAL PROPERTY OFFICE,
https://euipo.europa.eu/ohimportal/en/trade-mark-definition.
83

84

Id.

Trade Mark Definition, EUROPEAN UNION INTELLECTUAL PROPERTY OFFICE,
https://euipo.europa.eu/ohimportal/en/trade-mark-definition.
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patent.85 The subjects of plant patent applications must be developed in cultivated areas and must
display unique characteristics not merely obtained through differences in growing conditions or
fertility levels.86
Plant patents are subject to the Budapest Treaty of 1977.87 This treaty requires that, in the
patenting of microorganisms, a sample is filed with an international depository authority that is
compliant with Budapest Treaty protocol, which requires that the depository follow certain
procedures and is capable of storing biological material for the life of the patent. 88
While plant patent holders enjoy expedited examination (2 years compared to the average
5 years in the case of utility patents) and lower costs, the benefits may prove to be lacking. To
prove infringement of a plant patent, the patent holder must prove that the plant is an asexual
reproduction, that is, a progeny, of the patented plant. This may be very difficult to prove and
proving such is necessary in order to establish damages. This may explain why plant patenting is
not a terribly popular form of protection in the United States.
E. Plant Variety Protection Act in the United States
The Plant Variety Protection Act falls outside of the scope of traditional intellectual property,
with protection being administered through the Plant Variety Protection Office.89 The Plant
Variety Protection Act allows protection for new varieties of plants that are sexually reproduced,

85

35 U.S.C. § 161.

86

Diana Olesko & Travis Copenhaver, Intellectual Property and the Medical Marijuana Industry, 95 MICH. B.J. 30
(2016).
87

World Intellectual Property Organization, Budapest Treaty on the International Recognition of the Deposit of
Microorganisms for the Purposes of Patent Procedure, INT’L LEGAL MATERIALS, 17(2), 285-311 (1978),
https://www.uspto.gov/ip-policy/patent-policy/budapest-treaty.
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Plant Variety Protection, U.S. DEP’T OF AGRIC., https://www.ams.usda.gov/services/plant-variety-protection.
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tuber propagated, or asexually reproduced, and the protection lasts for 20 years.90 The plant variety
protection may be applied for by completing the application paperwork and paying a $5,150 fee,
providing a variety name that does not conflict with an already existing variety 91, and completing
a seed or plant tissue deposit (in cases of sexually and tuber propagated varieties).92 These deposits
are required to verify that the described new plant is valid. 93
F. Community Plant Variety Right Act in Europe
Similar to the Plant Variety Protection Act of the United States, the Community Plant Variety
Right Act that governs intellectual property protection for plants in Europe is administered through
a separate office from the European Patent Office, with the Community Plant Variety Office
examining plants for potential protection, which lasts 30 years upon grant.94

Technical

examination of plants is governed by EC Council Regulation 21 00/94, Article 56(2). 95 For each
possible type of plant, there is established technical protocol for examination based on
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PVPO Program Requirements, U.S. DEP’T OF AGRIC., https://www.ams.usda.gov/services/plant-varietyprotection/pvpo-requirements (“Variety name clearance is administered by the Seed Regulatory and Testing
Division (SRTD)”).
91
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Id. (“The deposit of propagating material for asexually reproduced plant varieties is delayed until January 6,
2023. The applicant is required to make a declaration that the propagating material will be maintained at a specific
location, subject to PVPO inspection when and if requested by the PVPO, the applicant has 90 days to provide the
germplasm or risk losing protection.”).
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CMTY. PLANT VARIETY OFF., https://cpvo.europa.eu/en.
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Council Regulation (EC) No 2100/94 (July 27, 1994), https://eur-lex.europa.eu/legalcontent/EN/ALL/?uri=CELEX%3A31994R2100 (discussing community plant variety rights).
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distinctiveness, uniformity, and stability.96 Outside of a of variety specific technical requirements,
the plant must be novel to garner protection under the Community Plant Variety Right Act. 97
III.

STRATEGIES TO PROTECT MARIJUANA
A.

Utility Patent Protection for Marijuana
1. United States

The Controlled Substances Act (CSA), which prohibits marijuana currently in the United
States, has no bearing on patent protection, and inventors are free to file marijuana related patent
applications as they please. 98 These applications are becoming more prolific as time goes on
because of the legalization of marijuana throughout the states, making marijuana related inventions
more profitable than ever before, and, thus, driving up demand for intellectual property
protection.99 A marijuana developer may apply for utility patent protection for the genotypic
features of a newly developed strain of marijuana, the more mechanical devices for the
consumption of marijuana, or for a method of treating disease that involves marijuana.
Legally required patent examination procedures have created problems for marijuana related
applications in the patent evaluation context. 100 Because of the previous illegality of marijuana,
96

See Protocol for tests on distinctiveness, uniformity, and stability: Cannabis sativa L., CMTY. PLANT VARIETY
OFF. TP/276/2 (last visited Jan. 2, 2022), https://cpvo.europa.eu/sites/default/files/documents/cannabis_sativa_2.pdf.
97

Notes For Applicants, CMTY. PLANT VARIETY OFF.,
https://cpvo.europa.eu/sites/default/files/documents/notes_for_applicants_en_2021.pdf,
(explaining novelty further as “The variety will not be novel if variety constituents or harvested material of the
applied-for variety were physically transferred for the purpose of commercial exploitation with the breeder's
consent: within the European Union for more than one year before the date of application; outside the European
Union for more than four (4) years or, in the case of trees and vines six (6) years, prior to the date of application.”).
Manuel Cabal Carmona, Dude, Where’s My Patent?: Illegality, Morality, and the Patentability of Marijuana, 51
VAL. U. L. REV. 651, 655 (2017).
98
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Patent Filings for the Edible Cannabis Industry are Getting High, ADVENT (Aug. 1, 2021),
https://www.adventip.com/blog/patent-filings-for-the-edible-cannabis-industry.
100

Andrew Kingsbury, Patenting Pot: The Hazy Uncertainty Surrounding Cannabis Patents, 106 CORNELL L. REV.
4, (Aug. 4, 2021).
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inventions related to new strains of the marijuana plant, methods of extraction, marijuana infused
food and beverage, and methods of use for medical treatment may not have been disclosed until
relatively recently, even if they have been in use for decades. 101 This has led to a granting of
patents to disclosures that are not truly novel. 102
While this may not initially seem harmful to anyone, it poses a great risk to associates of
the marijuana industry. Once commonly used strains and methods are marked with a patent
number, they are no longer free for anyone to use. People who have been in the marijuana business
for years could be sued for astronomical damages for patent infringement if they are found to be
using patented developments, even if they had been using the developments for decades before the
patent application was filed. 103 Certainly, a potential infringer could challenge the suit on the
ground of patent invalidity, but not before accumulating thousands to millions of dollars in legal
fees.104 The threat of a patent infringement suit could easily put a small marijuana shop out of
business.
One strategy to help marijuana practitioners who are not seeking patent protection
themselves defend against commonly used technology from suddenly being patented is to create
defensive publications.105 These publications disclosing the technology in question would allow

101

Id.

102

Id.

103

See 35 U.S.C. § 284.

104

See Walter Holzer, Effective Mechanisms for Challenging Validity of Patents, WIPO,
https://www.wipo.int/export/sites/www/meetings/en/2006/scp_of_ge_06/presentations/scp_of_ge_06_holzer.pdf.
105

Nicholas J. Landau & James W. Wright, Difficulties Face Cannabis Patents, Trademarks, and Other Forms of
Intellectual Property, 31 INTELL. PROP. & TECH. L.J. 7 (2019),
https://www.bradley.com/insights/publications/2019/04/difficulties-face-cannabis-patents-trademarks-and-otherforms-of-intellectual-property.
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it to become searchable prior art and prevent future patent holders from having the ability to sue
for infringement or charge licensing fees for the technology in question. 106
As a patent attorney in the United States, it would be unethical to knowingly file a patent
application that contains a disclosure that the attorney knows has been publicly used for over 12
months. If the marijuana practitioner client presents this situation, one practical strategy would be
to advise the client to make a modification to the invention, and then file for patent protection. A
modification over the prior commonly used marijuana technology would meet the United States
novelty requirements and allow for potential patentability. 107 Encouraging clients to be transparent
in disclosing any known prior art or publications allows for an ethical patent application for all
parties involved.
A marijuana developer may also want to file for utility patent protection for research
purposes. Much discussion has flowed from U.S. Patent No. 6,630,507, which lists the United
States Department of Health and Human Services as the assignee, titled “Cannabinoids as
Antioxidants and Neuroprotectants”. 108 This has led to speculation that marijuana legalization is
imminent in the United States.109 This patent has been seen by many as the government’s
acknowledgement of the medical benefits of marijuana. The patent itself includes an independent
claim directed at “a method of treating disease caused by oxidative stress comprising administering

106

Id.

107

See 35 U.S.C. § 102.
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https://patft.uspto.gov/netacgi/nphParser?Sect1=PTO1&Sect2=HITOFF&p=1&u=/netahtml/PTO/srchnum.html&r=1&f=G&l=50&d=PALL&s1=663
0507.PN, (description of search process to get to patent).
109

US Patent 6630507 – The Government’s Cannabis Patent, https://uspatent6630507.com.
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a therapeutically effective amount of a cannabinoid that has substantially no binding to the NMDA
receptor to a subject who has a disease caused by oxidative stress.”110
However, one educated in the details of United States Patent law would know that a patent
held by the government related to marijuana does not signify legalization on the horizon. As
discussed above, inventors must file a patent application within 12 months of any kind of sale,
disclosure, or public use of the invention. 111 The secrecy of these requirements may constrain an
inventor’s ability to further research and refine a disclosure or publish any kind of academic paper
relating to the disclosure. Filing for patent protection allows the inventor to perform further work
on the disclosure without forever waiving patent rights. At best, the government’s decision to hold
a marijuana related patent means that further research was desired about any potential benefits of
marijuana. The government is also enjoying the economic benefits of licensing the patent to a
company called Kannalife Sciences.112 These uses that the government has derived from this
patent may also be good reasons for a marijuana developer to apply for patent protection.
2. Europe
For marijuana related patents, Article 53(a) EPC provides insight into the allowance of
protection for inventions prohibited by law. 113 Some inventions are prohibited on the grounds of
public policy and morality, but the law also explicitly states that an invention is not considered to
be against public policy and morality by virtue of being prohibited by law.114 In accordance with
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Supra note 108; Wright, supra note 105.

111

Id.

112

License No. L-113-2012/0, PUBLIC HEALTH SERVICE PATENT LICENSE AGREEMENT,
https://www.sec.gov/Archives/edgar/data/1615999/000107878218001466/s1a1_ex10z9.htm.
113

EPC Article 53(a); see also Cannabis: Patents in Europe, KILBURN & STRODE (Jan. 21, 2021),
https://www.kilburnstrode.com/knowledge/european-ip/cannabis-patents-in-europe.
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the text of Article 53, marijuana practitioners may legally apply for utility patents for disclosures
such as a new strain of marijuana, vaping or smoking devices, or methods of extraction of THC.
It is also important to note that in Europe, patents are only available for chemical compositions
that are not naturally occurring. 115 Therefore, any strain of marijuana being patented must be
engineered in some way.
As a marijuana practitioner, it is important to understand that absolute novelty is essentially
the standard for acquiring patent protection in Europe, and that if an applicant desires patent
protection in the United States and Europe, she must be prepared to file in both countries before
any kind of disclosure or public use has been performed. The costs associated with filing for utility
patent protection are generally high, but the reward in protecting valuable intellectual property
may offset these costs.
B.

Design Patent Protection for Marijuana
1. United States

This type of patent protection is useful for cannabis related disclosures. A design patent can
protect the shape of edibles, vaping devices, bongs, etc. In fact, design relation to marijuana poses
no issue for this type of intellectual property protection because any marijuana related aspects are
not truly what is being patented. A design patent for a vaping device can be used just as easily
with nicotine-based products and does not implicate marijuana in any way. The legality of
marijuana bears no effect on design patent protection, as in utility patent protection.116 A design

115

See EPO Opinion G 0003/19.
Manuel Cabal Carmona, Dude, Where’s My Patent?: Illegality, Morality, and the Patentability of Marijuana, 51
VAL. U. L. REV. 651, 655 (2017).
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patent can also provide an extra layer of protection for a marijuana disclosure that has already
received utility patent protection. 117
Marijuana practitioners should know that design patents can inexpensively protect ornamental
features of their disclosure when filed in coordination with utility patents. Alone, they are much
less costly than utility patents and are very budget-friendly.118
2. Europe
As in the United States, a design patent in Europe can be a useful and relatively low-cost form
of intellectual property protection for protecting the shape of marijuana related disclosures.
Applicants should note the differences between the application process in the United States and
Europe; mainly, that each embodiment must be filed separately in Europe, and that Europe requires
a more stringent standard for novelty. 119 As is the case with utility patents, Article 53(a) EPC
allows for protection of marijuana related devices, because they are not banned by virtue of being
illegal.120 Furthermore, medical marijuana is increasing in legalization rates across Europe, which
also may lessen the chance of a finding of immorality.121
C.

Trademark Protection for Marijuana

117

Design Patent Application Guide, USPTO, https://www.uspto.gov/patents/basics/types-patentapplications/design-patent-application-guide#def (explaining “[i]n general terms, a "utility patent" protects the way
an article is used and works (35 U.S.C. 101), while a "design patent" protects the way an article looks (35 U.S.C.
171). Both design and utility patents may be obtained on an article if invention resides both in its utility and
ornamental appearance. While utility and design patents afford legally separate protection, the utility and
ornamentality of an article are not easily separable. Articles of manufacture may possess both functional and
ornamental characteristics.).
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See Fee Schedule, USPTO, https://www.uspto.gov/learning-and-resources/fees-and-payment/uspto-fee-schedule.
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Fees and Payments, EUIPO, https://euipo.europa.eu/ohimportal/en/rcd-fees-and-payments; see European Patent
Guide, EUROPEAN PATENT OFF., 17-19 (May 1, 2022).
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1. United States
Federal Registrations for trademarks are not allowed in connection with cannabis currently in

the United States.122 Because federal registrations are meant for usage of a mark in interstate
commerce, and marijuana is banned at a national level, there cannot be registration of cannabis
related marks under federal law.123 Dual use marks (for marijuana and non-marijuana confections,
for example), may be registered with a disclaimer that the mark does NOT cover marijuana related
goods.124 This lack of protection can be frustrating for marijuana business owners, as they are not
able to enjoy the benefits of federal registration for the majority of what they sell.
Moralistic provisions of the Lanham Act that previously provided other grounds for refusal
were struck down recently. Section 2(a) of the Lanham Act previously prohibited the registration
of immoral or scandalous marks. In Iancu v. Brunetti, the court held these provisions of the
Lanham Act unconstitutional on free speech grounds. 125 The court reasoned that such grounds
involved a viewpoint-based analysis and could not be enforced. 126 This liberalization of the court’s
view on allowable subject matter for trademarks could be a positive signal for the eventual
allowance of marijuana related trademarks, since morality is no longer a consideration. However,
until federal legalization occurs, it will be impossible to register marijuana related trademarks with
the USPTO.127

122

Examination Guide 1-19: Examination of Marks for Cannabis and Cannabis-Related Goods and Services after
Enactment of the 2018 Farm Bill, USPTO (May 2, 2019),
https://www.uspto.gov/sites/default/files/documents/Exam%20Guide%201-19.pdf.
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Nicholas J. Landau & James W. Wright, Difficulties Face Cannabis Patents, Trademarks, and Other Forms of
Intellectual Property, 31 INTELL. PROP. & TECH. L.J. 7 (2019).
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Iancu v. Brunetti, 139 S. Ct. 2294 (2019).
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See generally 8 TMEP §907 (7th ed. Oct. 2010).
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After the enactment of the 2018 Farm Bill, the USPTO published an examination guide for

marijuana related trademarks.128 In this guide, the USPTO clarified that under the CSA, cannabis
related goods, including CBD, may not be registered in connection with a trademark. 129 The guide
explains that the 2018 Farm Bill removed hemp from the definition of marijuana, and thus,
classification in the CSA, so registering a trademark in connection with goods including hemp
would not be a violation of federal law any longer. 130 Therefore, if trademark goods are derived
from hemp and contain less than 0.3% THC, they may be registered in connection with a
trademark.131 The USPTO recommended amending the filing date of any trademark application
predating the passage of the Farm Bill (December 20, 2018) to avoid a refusal based on lack of
intent of a bona fide use in commerce. 132
At the state level, trademark protection may be quite possible for marijuana related marks.

133

States maintain trademark registries, and such protection is available in states that have legalized
marijuana for recreational or medical use. 134 Additionally, marijuana businesses in states where
legalization has occurred may enjoy common law trademark rights without the necessity of
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James W. Wright, Jr.,Difficulties Face Cannabis Patents, Trademarks, and Other Forms of Intellectual Property,
BRADLEY (Apr. 30, 2019), https://www.bradley.com/insights/publications/2019/04/difficulties-face-cannabispatents-trademarks-and-other-forms-of-intellectual-property.
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Will Rava et al., How Cannabis Companies Can Protect Their Trademarks, BLOOMBERG LAW (Oct. 29, 2020),
https://news.bloomberglaw.com/ip-law/how-cannabis-companies-can-protect-their-trademarks.
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registration.135 Common law rights accrue through use of a mark in commerce and are available
for marijuana businesses in legalized states. 136 Common law trademark holders may eventually
challenge trademark holders with a registration (if they have an earlier priority date and file an
application for registration) and enjoy many of the same rights as trademark registration holders.
These rights are naturally established through use in commerce and do not require any filing. 137
Marijuana practitioners may enjoy a variety of options for trademark protection that could
eventually extend to marijuana related goods. First, marijuana practitioners could file for a
trademark registration of a marijuana related mark in connection with ancillary goods such as
apparel.138 Another option is to file an application for registration in relation to publications or
blogs.139 It is important to note that the USPTO’s issue with marijuana trademark registrations is
not that the mark itself is immoral or scandalous, but that the mark is associated with GOODS that
are currently illegal under federal law. 140 Therefore, there is nothing inherently wrong with filing
a marijuana related mark that does not list marijuana in the goods description. Later, if and when
marijuana is legalized on a federal level, additional goods may be added on. Second, the mark

135

But see Kiva Health Brands, Inc. v. Kiva Brands, Inc. 402 F.Supp.3d 877 (N.D. Cal. 2019) (holding that state and
common law trademark rights do not confer priority in a trademark infringement suit based on the Lanham Act).
136

See 35 U.S.C. § 284 (2009).

137

Keith A. Barrett, Prior User vs. Federal Registrant: Whose Mark is it, Anyway?, FISH & RICHARDSON (Feb. 18,
2009), https://www.fr.com/prior-user-vs-federal-registrant-whose-mark-is-it-anyway1/.
138

See MARIJUANA MINDSET, Registration No. 6,643,298; but see MARIJUANA MINDSET, U.S. Trademark
Application Serial No. 90537225 (filed Sept. 15, 2021) (requiring that when a mark is used in connection with
apparel, the size and location of the mark must be perceivable as a trademark); see also In re Pro-Line Corp., 28
USPQ2d 1141, 1142 (TTAB 1993) (“Consumers may not, however, perceive larger designs or slogans as
trademarks when such matter is prominently displayed across the front of a t-shirt.”); In re Dimitri’s Inc., 9 USPQ2d
1666-68 (TTAB 1988); TMEP §1202.03(a), (b), (f)(i), (f)(ii) (7th ed. Oct. 2010).
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See OM OF MEDICINE, Registration No. 4,684,302.

140
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could be registered in connection with hemp. 141 Finally, the mark may be registered at a state
level, or the mark holder may simply enjoy the benefits of common law trademark rights. The
most important factor in a likelihood of confusion situation, which is the subject of many trademark
disputes, both with the USPTO and other trademark holders, is often priority, or who was using
the mark first.142 By taking steps to establish trademark rights, marijuana practitioners are laying
groundwork and documenting evidence for their future trademark challenges and registrations.
2. Europe
In Europe, marijuana related trademark protection may be unavailable not because of illegality
alone, but due to concerns of being “contrary to public policy”. 143 The European Union presents
a special case in relation to trademarks, as some countries have legalized marijuana, and some
have not. Marijuana related trademarks have very mixed results in terms of registrability. A recent
case in which a marijuana related trademark was refused registration was in Case T-683/18, in
which the mark “CANNABIS STORE AMSTERDAM”, used in connection with baked goods,
was considered. The mark in question included a cannabis leaf related design, which the EUIPO
considered to be a “media symbol” of psychoactive drugs and narcotic substances. 144 Because the
mark would promote drug trafficking, it was refused. 145

141

See Agriculture Improvement Act of 2018 (Farm Bill), Pub. L. No. 115-334, 132 Stat. 4490.

142

Vic Lind, What is Trademark priority?, PATENT TRADEMARK BLOG,
https://www.patenttrademarkblog.com/trademark-priority/ (last visited Oct. 27, 2022).
143

See Article 7(1)(F) EUTMR.

144

Cast T-683/18, Conte v. EUIPO (CANNABIS STORE AMSTERDAM), 2019.
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Id. (Interestingly, this mark was also rejected in the United States, but for the reason of unlawful use due to
evidence that the baked goods in question were infused with marijuana.); see CANNABIS STORE AMSTERDAM, U.S.
Trademark Application Serial No. 88017123 (filed June 18, 2019),
https://tsdr.uspto.gov/documentviewer?caseId=sn88017123&docId=OOA20190618172829#docIndex=3&page=1.
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Even medical related marks originating in countries where medical marijuana is legal may not

be registered. An important EUIPO decision on the mark “Bavaria Weed”, used in connection
with medical marijuana, was finalized after appeal in 2021.146 Even though the mark was related
to medical marijuana, and despite the fact that medical marijuana is legal in Germany, the mark
was rejected by the EUIPO on “contrary to public policy” grounds. 147 However, some marks may
be registered that contain the word “marijuana” but are not used in connection with marijuana
goods.148
Marijuana practitioners should be aware that filing for a trademark in Europe may not be
successful but could be worth trying to obtain if the budget is available. The same strategies listed
for obtaining trademark protection for a marijuana business in the United States may also be
applicable in Europe, but the public policy rejection poses a greater threat to marijuana business
owners than the rejections in U.S. law, making this one of the most difficult types of intellectual
property for marijuana business owners to obtain.
D.

Plant Patent Protection in the United States for Marijuana

Utility patent protection is much more popular for marijuana in the United States than plant
patent protection. There are less than 20 issued plant patents relating to marijuana issued to date. 149
A plant patent still may provide some form of protection for a marijuana practitioner, and certainly
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Case T-178/20, Bavaria Weed v. EUIPO (BavariaWeed), 2021.
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See 002820355 – MARIJUANA, EUIPO (Jan. 17, 2002),
https://euipo.europa.eu/eSearch/#basic/1+1+1+1/02820355 (in connections with perfume); see also 014577365 –
MARIJUANA DON, EUIPO (Nov. 1, 2016),
https://euipo.europa.eu/eSearch/#basic/1+1+1+1/100+100+100+100/014577365 (in connection with books).
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Tamara Frazier, Twelve Cannabis Plants and Counting, GLOBAL IP & TECHNOLOGY LAW BLOG (Jan. 1, 2021),
https://www.iptechblog.com/2021/01/twelve-cannabis-plant-patents-and-counting/.
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could be helpful for a marijuana practitioner crafting a cease-and-desist letter to a potential
infringer. Plant patent protection is also less expensive than utility patent protection, so a costconscious marijuana grower may want to opt for this type of protection. 150 However, this should
be more of a “last resort” for when utility patent protection cannot be obtained. Infringement of a
plant patent is notoriously hard to prove, since the patent holder must prove that “the alleged
infringing plant is an asexual reproduction that is the progeny of the patented plant”, driving down
the value of this type of intellectual property protection.151
E.

Plant Variety Protection Act in the United States for Marijuana

Marijuana plants that do not align with 35 U.S.C § 161’s requirements for plant patenting may
benefit from Plant Variety Protection Act coverage. Under the Plant Variety Protection Act, a
certificate is awarded to the protection holder which details the genetic history of the plant in
question.152 Sexually reproduceable plants are eligible for coverage under this act. 153
Some marijuana business owners and developers have considered obtaining protection both from
the Plant Variety Protection Act and through a utility patent. 154 However, out of the two
measures of protection, the utility patent protection is much stronger. 155 Plant Variety Protection

150

See USPTO fee schedule, USPTO https://www.uspto.gov/learning-and-resources/fees-and-payment/uspto-feeschedule (last modified Oct. 1, 2022).
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Imazio Nursery, Inc. v. Dania Greenhouses, 69 F.3d 1560 (Fed. Cir. 1995).
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7 U.S.C. §§ 2321-2582.
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Imazio Nursery, Inc., 69 F.3d at 1567 (citing 7 U.S.C. § 2402(a), "Under the PVPA, the US Department of
Agriculture issues certificates of plant variety protection to the 'breeder of any novel variety of sexually reproduced
plant (other than fungi, bacteria, or first-generation hybrids) who has so reproduced the variety'’).
154
Kaylee Willis, Avoiding the Chaos of Maryjane – A Conventional Approach to Intellectual Property Protection
of Marijuana, 17 J. MARSHALL REV. INTELL. PROP. L. 278 (2017).
155

Id.
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Act Coverage will give the certificate holder the ability to collect damages for lost royalties for
unauthorized sales 156, while utility patent enforcement would allow for much more extensive
damages.157
F.

Community Plant Variety Act Protection in Europe for Marijuana

In Europe, plants obtained by biological processes are not patentable. 158 Chemical processes
such as novel infusion methods for edibles would be patentable under Article 53(a) EPC, but plant
varieties and breeding methods are often excluded from this protection. A Community Plant
Variety Right may be obtained separately from the EPO. 159 Plants are subject to the criteria of
distinctness, uniformity, and stability in order to qualify for protection. 160 Distinctness means that
the plant must be distinct from common varieties as of the filing date. 161 Uniformity must be
present in terms of expression. 162 Stability means that the characteristics must remain unchanged
after repeated propagation. 163 In addition to these requirements, novelty must also be present (a
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lack of sales of the variety) before applying for plant variety protection. 164 Upon granting of the
right, protection lasts for 25 years.165
The Community Plant Variety Office has listed Cannabis (Sativa) under the hemp category
for examination.166 However, the examination requirements for this category also apply to medical
marijuana.167 In fact, as of 2019, the amount of pharmaceutical cannabis sativa (PCS) varieties
submitted for examination had increased to the point of requiring a fee increase of about 25% for
examination due to the technical procedures required and large volume of applications. 168 The
Community Plant Variety Office webpage makes no mention of recreational marijuana, creating a
question of whether it is absolutely barred, or simply not yet categorized. However, marijuana
cultivators have the metaphorical green light to apply for plant variety protection in Europe in the
medical context, as is evidenced by the increase in volume of application over the recent years. 169
Marijuana practitioners should, as usual with Europe, keep the absolute novelty
requirement in mind when filing for European Community Plant Variety Protection. This means
that if the practitioner intends to file in the United States as well as Europe, that protection must
be sought in both countries before any public use or sale of the plant variety occurs.
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CONCLUSION
This paper is simply an overview of many of the types of intellectual property protection

available for marijuana businesses and inventors. Alternative ways marijuana businesses may
seek to protect their intellectual property in the United States that was not discussed at length in
this paper may include copyright protection for any images related to the marijuana business or
trade secret protection for any confidential technology related to marijuana.
Marijuana businesses must first consider novelty requirements when making the decision
about whether to file for intellectual property protection, and, if so, which kind(s) of protection.
Filing in Europe as well as the United States may require absolute novelty, while filing in the
United States alone allows for relative novelty for a short period of time. 170 Next, the marijuana
practitioner should consider what type of protection strategy would be most valuable. Protection
for the brand may be best served by trademark, while a design patent may be the best way to protect
a product such as a pipe. After that, the marijuana practitioner should consider budget available
for protecting intellectual property relative to the product in question. Utility patent protection
costs could climb above $10,000 with annuities required to keep the patent in force over the years,
but for an extremely profitable invention, the costs are worth it. Finally, marijuana businesses
should consider what limitations are currently in place in connection with intellectual property
protection. European filings require research into the intricacies of the medical allowances for
marijuana under specific European country law, and plant related protection is only applicable to
plants with specific breeding.
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Regardless of the type of intellectual property protection sought, much thought and

research must go into the decision. It is always best to consult with an attorney before filing for
any type of intellectual property protection and when developing new intellectual property. While
many of the basic requirements for IP protection are described here, a patent attorney has
experience working with the patent office, foreign counsel to consult in European intellectual
property matters, and insight into what type of protection would be best for a given invention.
Marijuana related intellectual property will continue to increase as the years go on. 171 The
growth of the industry in recent years has been exponential, and in an intellectual property context,
it is still a relatively untapped market. Federal legalization is seen by many as a matter of when,
instead of if, and Europe is heading in the same direction. This should incentivize marijuana
practitioners to seek protection now, before the masses truly apply.
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